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Summary 

Following several years of legislative discussion concerning patent reform, the Congress enacted 
P.L. 112-29, signed into law on September 16, 2011. The Leahy-Smith America Invents Act, or 
“ALA,” made significant changes to the patent system, including: 

• First-Inventor-to-File Priority System. The A1A shifted the U.S. patent priority 
rule from a “first-to-invent” system to the “first-inventor-to-file principle” while 
allowing for a one-year grace period. 

• Prior User Rights. The legislation established an infringement defense based 
upon an accused infringer’s prior commercial use of an invention patented by 
another. 

• Assignee Filing. Under the ALA, a patent application may be filed by the 
inventor’s employer or other entity to which rights in the invention are assigned. 

• Post-Grant Review Proceedings. The A1A changed the current system of 
administrative patent challenges at the U.S. Patent and Trademark Office 
(USPTO) by establishing post-grant review, inter partes review, and a 
transitional program for business method patents. 

• Public Participation in USPTO Procedures. The legislation allowed members of 
the public to submit pertinent information to the U SPTO concerning particular 
applications both before and after patent issuance. 

• USPTO Fees. The A1A stipulated fees for USPTO patent services and allows the 
agency to adjust the fees in order to cover its costs. It also required that fees 
collected above the amount provided for in the appropriations process be used 
only for the USPTO. 

• Patent Marking. The A1A limited lawsuits challenging patent owners with false 
patent marking and allowed for virtual, Internet-based marking. 

• Patentable Subject Matter. The A1A prevented patents claiming or encompassing 
human organisms and limited the availability of patents claiming tax strategies. 

• Best Mode. The statute maintained the requirement that patents describe the best 
mode, or superior way for practicing the claimed invention, but eliminated 
failures to do so as a basis for invalidating the patent. 

The A1A introduced a number of additional changes to the patent law, including changes to the 
venue and joinder statutes, the introduction of supplemental examination, and a clarification of 
the law of willful infringement. 

Although the A1A arguably made the most significant changes to the U.S. patent statute since the 
19 th century, the legislation did not reflect all of the issues that were the subject of congressional 
discussion including the assessment of damages during infringement litigation and the publication 
of all pending patent applications prior to grant. 
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Introduction 

P.L. 112-29, the Leahy-Smith America Invents Act, or “ALA,” arguably made the most significant 
changes to the patent statute since the 19 th century. 1 Among other provisions, the statute 
introduced into U.S. law a first-inventor-to-file priority rule, an infringement defense based upon 
prior commercial use, and assignee filing. The legislation prevented patents from claiming or 
encompassing human organisms, limited the availability of patents claiming tax strategies, and 
restricted the best mode requirement. The A1A also made notable reforms to administrative patent 
challenge proceedings at the U.S. Patent and Trademark Office (USPTO) and to the law of patent 
marking. Along with numerous other changes to patent laws and procedures, these reforms were 
intended to modernize the U.S. patent system and to improve its fairness and effectiveness. 

Congressional interest in patent reform was evidenced by sustained legislative activity that led to 
enactment of the ALA.. 2 There is broad agreement that more patents are sought and enforced than 
ever before; that the attention paid to patents in business transactions and corporate boardrooms 
has dramatically increased; and that the commercial and social significance of patent grants, 
licenses, judgments, and settlements is at an all-time high. 3 As the United States becomes even 
more of a high-technology, knowledge-based economy, the importance of patents may grow even 
further in the future. 

Most experts agree that patent ownership is an incentive to innovation, the basis for the 
technological advancement that contributes to economic growth. It is through the 
commercialization and use of new products and processes that productivity gains are made and 
the scope and quality of goods and services are expanded. Award of a patent is intended to 
stimulate the investment necessary to develop an idea and bring it to the marketplace embodied in 
a product or process. Patent title provides the recipient with a limited-time monopoly over the use 
of his discovery in exchange for the public dissemination of information contained in the patent 
application. This is intended to permit the inventor to receive a return on the expenditure of 
resources leading to the discovery but does not guarantee that the patent will generate commercial 
benefits. The requirement for publication of the patent is expected to stimulate additional 
innovation and other creative means to meet similar and expanded demands in the marketplace. 

Passage of the A1A was preceded by several years of legislative debate about the current 
workings and future direction of the U.S. patent system. Although the discussion was wide- 
ranging, several points of concern were frequently mentioned. One was the recognition that 
differences between U.S. patent laws and global patent norms might increase the difficulty of 
domestic inventors in obtaining rights abroad. Another was that poor patent quality and high costs 



1 The AIA was subject to technical correction legislation, H.R. 6621, which was passed by the House on December 18, 
2012, and the Senate on December 28, 2012. H.R. 6621 was signed by the President on January 14, 2013. 

2 See CRS Report R41638, Patent Reform in the 112th Congress: Innovation Issues, by Wendy H. Schacht and John R. 
Thomas; CRS Report R40481, Patent Reform in the 111th Congress: Innovation Issues, by Wendy H. Schacht and 
John R. Thomas; CRS Report RL33996, Patent Reform in the 110th Congress: Innovation Issues, by John R. Thomas 
and Wendy H. Schacht; and CRS Report RL32996, Patent Reform: Innovation Issues, by John R. Thomas and Wendy 
H. Schacht. 

3 Statistics from the United States Patent and Trademark Office (USPTO) support this account. In 1981, 106,413 utility 
patent applications were received at the U.S. Patent and Trademark Office (USPTO); by 2011, this number had 
increased to 503,582 applications. During the same time period, the number of U.S. utility patents granted grew from 
65,771 to 224,505. U.S. Patent and Trademark Office, U.S. Patent Statistics, Calendar Years 1963-2011, available at 
http://www.uspto.gov/web/offices/ac/ido/oeip/taf/us_stat.pdf. 
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